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DETAILED ACTION 
Status of Claims 

1. This action is in reply to the amendment filed on 02 September 2008. 

2. Claims 1, 23, 24, 33 and 35 have been amended. 

3. Claims 1-36 are currently pending and have been examined. 

Information Disclosure Statement 

4. The Information Disclosure Statement filed 02 September 2008 has been 
considered. An initialed copy of the Form 1449 is enclosed herewith. 

Specification 

5. The abstract of the disclosure was objected to in the previous Office action. The 
abstract was adequately amended, the objection is withdrawn. 

Claim Objections 

6. Claims 23 and 24 were objected to because of informalities, the objection is 
withdrawn. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Examiner's Note: The Examiner has pointed out particular references 
contained in the prior art of record within the body of this action for the 
convenience of the Applicant. Although the specified citations are representative 
of the teachings in the art and are applied to the specific limitations within the 
individual claim, other passages and figures may apply. Applicant, in preparing 
the response, should consider fully the entire reference as potentially teaching all 
or part of the claimed invention, as well as the context of the passage as taught 
by the prior art or disclosed by the Examiner. 

10. Claims 1-19, 21-24, 28 and 32-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Suzuki (U.S. 6,129,274). 

Claims 1, 33 and 35: 

Suzuki as shown discloses the following limitations: 
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• a plurality of electronic tokens for storing and processing token 
transaction data and token reward data, each of said electronic 
tokens for use by a respective user (see at least column 4, lines 
16-17, smart card), 

• a plurality of user interaction devices for communicating with 
said server, at least one of which is provided with a token 
acceptor device for reading from and writing to said tokens (see 
at least column 4, lines 39-42), 

• wherein said server transaction data and said token transaction 
data are indicative of at least one transaction and said server 
and token reward data are indicative of rewards or entitlements 
earned or otherwise awarded (see at least column 4, lines 1-6, 
transaction history), 

• said system is operable to transfer, for a respective token, 
server reward data from said server to said respective token 
and token reward data from said respective token to said server 
by means of said user interaction device provided with a token 
acceptor device (see at least column 4, line 39-54, transfers 
incentive indicia data), 

• whereby said rewards or entitlements are redeemable either 
according to reward data stored on said token or according to 
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reward data stored on said server (see at least column 7, lines 
2-6), 

• a computer server for storing and processing server transaction 
data and server reward data associated with each of said 
respective tokens in real time (see at least column 12, lines 5-7, 
central computer system), 
Suzuki does not specifically disclose that the central computer system is 
updated in real time, however Suzuki does disclose storing customer 
transaction information in real time (see at least column 6, line 26, column 
8, line 25, and column 3, line 56). Therefore it would have been obvious to 
one having ordinary skill in the art at the time of the invention to enable a 
computer server to store data in real time because the concept of real time 
storage and retrieval of data on computational systems was known and 
disclosed by Suzuki. Examiner notes that the limitation for storing and 
processing server transaction data... in real time is intended use, and 
does not patentably affect the scope of the invention. Here Examiner 
applied patentable weight to the limitation in the interest of promoting 
expedient prosecution and because Examiner recognizes adequate 
support for this limitation in the specification which may enable Applicant 
to amend this limitation to lend it patentable weight. 
Claim 2: 

Suzuki as shown discloses the following limitations: 
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• said system is operable by each of said users 1) to transfer 
reward data from said server to a respective token of said 
respective user so that said respective user can redeem said 
rewards or reward points by presentation of said token (see at 
least column 7, lines 2-6, redeeming incentives and column 12, 
lines 1-7, batch processing with computer system), 

• 2) to transfer reward data from a respective token of said 
respective user to said server so that said respective user can 
redeem said rewards or reward points by communicating with 
said server (see at least column 7, lines 2-6, redeeming 
incentives and column 12, lines 1-7, batch processing with 
computer system). 

Claim 3: 

Suzuki as shown discloses the following limitation: 

• each of said tokens is additionally adapted to store token user 
data pertaining to said respective user (see at least Figure 2, 
graphically identifying memory partitions on the token, and 
specifically user data). 

Claim 4: 

Suzuki as shown discloses the following limitations: 
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• said server is additionally adapted to store server user data 
pertaining to said respective user (see at least column 12, line 
6, central computer system), 

• said system is operable to synchronize said token user data 
with said server user data for a respective user when the 
respective token of said user is used with one of said user 
interaction devices having a token acceptor device (see at least 
column 12, lines 1-7, batch processing with computer system). 

Claim 5: 

Suzuki as shown discloses the following limitation: 

• each of said tokens is any one of: a smart card, a chip in a 
mobile telephone, a chip in a personal digital assistant, a chip in 
a watch, and a chip in a key chain, wherein each of said tokens 
is operable to interact with said token acceptor device (see at 
least column 4, lines 16-17, smart card). 

Claim 6: 

Suzuki as shown discloses the following limitation: 

• said transaction data includes, for each transaction, unique 
transaction identification data (see at least Figure 3). 

Claim 7: 

Suzuki as shown discloses the following limitation: 
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• said system is operable to transfer data between said server 
and said tokens so that said system can reconcile said 
transaction data or said reward data (see at least column 12, 
lines 1-7, batch processing with computer system). 

Claim 8: 

Suzuki as shown discloses the following limitation: 

• said user interaction devices are provided with processing 
software for recording said transaction data and said reward 
data relating to said transaction in said user interaction device, 
and to record said transaction data only in said tokens when 
said tokens are presented at said user interaction devices in the 
course of a transaction or activity (see at least column 12, lines 
44-50, software "writes the transaction to the shopping history 
storage area of the IC card"). 

Claim 9: 

Suzuki as shown discloses the following limitations: 

• said system is operable to transmit said transaction data and 
said respective reward data for each of said transaction rewards 
in said user interaction device to said server, and (see at least 
column 12, lines 1-7, batch processing with computer system), 

• said server is operable to check said transaction data for 
duplicates, to discard duplicates, to record said transaction data 
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that are not duplicated and to accumulate said respective 
reward data in said server reward data (see at least column 4, 
lines 40-42, capable of reading, writing and editing transaction 
data). 

Claim 16: 

Suzuki as shown discloses the following limitations: 

• at least one of said user interaction devices is equipped with a 
token acceptor device for retrieving said token transaction data 
from any of said tokens when said respective token is next used 
at one of said user interaction devices so equipped, and (see at 
least Figure 1), 

• said respective user interaction device is configured to compute 
any rewards for a previous transaction (see at least column 12, 
lines 54-55), 

• the resulting rewards data being sent to said server with said 
transaction data, whereby said server receives said transaction 
data and said reward data at least twice (see at least column 
12, lines 1-7, batch processing with computer system). 

Claim 36: 

Suzuki as shown discloses the following limitations: 

• at least one of said user interaction devices is equipped with a 
token acceptor device for retrieving said token transaction data 
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and associated reward data from any of said tokens when said 
respective token is next used at one of said user interaction 
devices so equipped, and (see at least Figure 1 ), 

• said respective user interaction device is configured to send to 
said server said transaction data and said associated reward 
data, whereby said server receives said transaction data and 
said reward data at least twice (see at least column 12, lines 1- 
7, batch processing with computer system). 

Claim 10: 

Suzuki as shown discloses the following limitation: 

• said transaction or activity comprises any one of: a purchase 
transaction, a payment transaction, a cash withdrawal 
transaction, a transaction to consume or redeem an entitlement, 
a visit, a subscription to a service, a use of a service, a retrieval 
of information, a request for information, a submission or 
provision of information, an application for membership, an 
access to a web page, a participation in an event, and a 
registration of a particular activity (see at least column 12, lines 
38-39, sales transaction). 

Claim 11: 

Suzuki as shown discloses the following limitation: 
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• each of said tokens is further adapted to store redemption data 
indicative of previously redeemed rewards or reward points (see 
at least Figure 2). 

Claim 12: 

Suzuki as shown discloses the following limitation: 

• said user interaction devices are provided with processing 
software for computing an available balance of entitlements 
from at least some of said token transaction data, said 
redemption data, and said token reward data (see at least 
column 12, lines 54-55). 

Claim 13: 

Suzuki as shown discloses the following limitation: 

• said user interaction devices are operable to display or print an 
available balance of entitlements (see at least column 6, lines 
42-45, "creating a hard copy record on a printer"). 

Claim 14: 

Suzuki as shown discloses the following limitation: 

• said user interaction devices are operable to prompt a 
respective one of said users for an input indicative of whether 
said respective user wishes to redeem any reward according to 
an available balance of entitlements in an instant transaction 
(see at least column 13, lines 51-56). 
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Claim 15: 

Suzuki as shown discloses the following limitations: 

• wherein said server is configured to receive transaction data 
from said tokens (see at least column 4, line 39-54, capable of 
reading transaction history from smart card), 

• to compare said received transaction data with previously 
received transaction data (see at least column 4, lines 54-57, 
determine whether a customer deserves an incentive), 

• to discard any duplicated transaction data, and (see at least 
column 4, lines 40-42, capable of reading, writing and editing 
transaction data), 

• to form a reconciled set of transaction data wherein said 
reconciled set of transaction data constitutes said server 
transaction data (see at least column 12, lines 1-7, batch 
processing with computer system). 

Claim 17: 

Suzuki as shown discloses the following limitation: 

• said system is configured to reconcile said token transaction 
data and said token reward data with said server transaction 
data and said server reward data when any of said respective 
tokens is used with a user interaction device provided with a 
token acceptor device for reading from and writing to said 
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tokens (see at least column 12, lines 1-7, batch processing with 
computer system). 

Claim 18: 

Suzuki as shown discloses the following limitation: 

• said system is configured to upload said token transaction data 
of a respective token to said server and thereby synchronize 
said respective token with said server, when said token is used 
with a user interaction device in online mode and provided with 
a token acceptor device for reading from and writing to said 
token, where said taken transaction data in said respective 
token had been added to said token when previously used with 
a user interaction device equipped with a token acceptor device, 
and where said token transaction data has not been previously 
transmitted to said server (see at least column 12, lines 1-7, 
batch processing with computer system). 

Claim 19: 

Suzuki as shown discloses the following limitation: 

• said server is configured to receive transaction and activity data 
corresponding to transactions or activities of a respective user 
on other business systems without using the respective token of 
said user, for determining rewards or entitlements to be 
awarded for said transactions and said activities, and recording 
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the balance of such entitlements in said server reward data 
corresponding to said respective user (see at least column 12, 
lines 1-7, batch processing with computer system and column 8, 
line 67 to column 9, line 1 , manually entering data). 

Claim 21: 

Suzuki as shown discloses the following limitation: 

• wherein when said token reward data of a respective token is 
transferred to said server, said transferred token reward data is 
incorporated into said respective server reward data pertaining 
to said respective token, and removed from said respective 
token (see at least column 12, lines 54-55 and lines 63-66, 
"once incentive or loyalty points are calculated, the terminal 
adds..."). 

Claim 22: 

Suzuki as shown discloses the following limitation: 

• when said server reward data corresponding to a respective 
token is transferred to said respective token, said transferred 
server reward data is incorporated into said respective token 
reward data of said respective token, and removed from said 
server (see at least column 12, lines 54-55 and lines 63-66, 
"once incentive or loyalty points are calculated, the terminal 
adds..."). 
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Claim 23: 

Suzuki as shown discloses the following limitation: 

• for use by a plurality of Providers of goods, services or both 
goods and services (see at least column 5, lines 62-67). 

Claim 24: 

Suzuki as shown discloses the following limitation: 

• for use by a plurality of groups of Providers, each group 
comprising one or more Providers, each of said groups 
providing a set of entitlements to said users, and each of said 
groups having its own set of business rules for awards and 
redemptions of entitlements, wherein reward data information of 
said set of entitlements is kept in each of said tokens and, for 
each of said set of entitlements, said server holds one set of 
offline reward data and one set of server reward data (see at 
least column 6, lines 15-21). 

Claim 28: 

Suzuki as shown discloses the following limitation: 

• said system is configured to convert entitlement information 
awarded by a respective said user interaction device in a local 
currency to the currency of said respective token (see at least 
column 13, line 60, displaying the currency value of 
incentives/coupons on the card). 
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Claim 32: 

Suzuki as shown discloses the following limitations: 

• said transaction comprises an activity (see at least column 12, 
lines 38-39, sales transaction), 

• said server transaction data comprises server activity data (see 
at least column 12, lines 38-39, sales transaction), 

• and said token transaction data comprises token activity data 
(see at least column 12, lines 38-39, sales transaction). 

Claim 34: 

Suzuki as shown discloses the following limitation: 

• including additionally providing each of said tokens with token 
user data pertaining to said respective user (see at least Figure 
2). 

11. Claims 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki (U.S. 6,129,274) in view of Sehr (U.S. 5,566,327). 
Claim 25: 

Suzuki discloses the limitations as shown in the rejections above. Suzuki 
does not disclose transferring data between cards, however, Sehr, as 
shown, does: 

• wherein rewards can be transferred from a first of said tokens to 
a second of said tokens by transferring either token reward data 
or server reward data from said first to said second token (see 



Application/Control Number: 10/566,174 Page 17 

Art Unit: 3622 

at least column 5, lines 26-29, a user may use a previous card 
and apply it/transfer it to a new card or may reuse an old card), 
It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to provide the transfer capabilities of the 
Sehr invention with the Suzuki invention because the Suzuki invention 
was contemplated as an improvement to the Sehr invention which 
operated "by means of a conventional cash-less payment methodology" 
(Suzuki, Column 3, lines 37-38), Suzuki was aware of the Sehr technology 
and indented to improve it by adding the functionality of collecting and 
storing customer transaction history (see background of Suzuki). 
Maintaining the ability to transfer information from one card to another 
may help prevent data loss if the card is damaged or lost, and help keep 
the cost of system maintenance and updates low. 
Claim 26: 

The combination Suzuki/Sehr discloses the limitations as shown in the 
rejections above. Further Sehr, as shown, discloses the following 
limitation: 

• said transfer is effected by means of one or more of said user 
interaction devices configured to transmit information about said 
transfer to said server for updating the server reward data 
corresponding to said first token and said second token (see at 
least Figure 2), 
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It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to provide the transfer capabilities of the 
Sehr invention with the Suzuki invention because the Suzuki invention 
was contemplated as an improvement to the Sehr invention which 
operated "by means of a conventional cash-less payment methodology" 
(Suzuki, Column 3, lines 37-38), Suzuki was aware of the Sehr technology 
and indented to improve it by adding the functionality of collecting and 
storing customer transaction history. Maintaining the ability to transfer 
information from one card to another may help prevent data loss if the 
card is damaged or lost, and help keep the cost of system maintenance 
and updates low. 
Claim 27: 

Suzuki discloses the limitations as shown in the rejections above. 

• said user interaction devices are located in a plurality of 
countries, said countries collectively employ a plurality of 
currencies, and 

Suzuki does not disclose the location of any one user interaction device; 
however Examiner takes Official Notice that it is old and well known in 
that electronic systems may be adapted for use in multiple physical 
locations, including in different countries, as required by the purchaser of 
the system. 
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Suzuki does not disclose transacting in multiple currencies, however, 

Sehr, as shown, does: 

• said user interaction devices in each of said countries transact 
in a respective local currency, and wherein said tokens contain 
entitlement information based on said token reward data 
converted to the local currency of the respective user interaction 
device by said user interactive device or by said server so that 
an entitlement can be redeemed in a respective country (see at 
least column 5, line 20, the payment options include foreign 
currency), 

It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to retain the foreign currency functionalities 
disclosed in the Sehr invention while endeavoring to improve the Sehr 
invention because the ability to transact in multiple currencies expands the 
personalization of the system and unites stores that perhaps have 
locations throughout the world for analytical purposes and/or customer 
service and prevents costly production of multiple versions of operating 
software to address multiple currencies by having on version that 
accommodates all currencies. 
12. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki 
(U.S. 6,129,274). 
Claim 29: 
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Suzuki discloses the limitations as shown in the rejections above. Suzuki 
does not disclose the following limitations: 

• each group of a plurality of groups of Providers maintains in 
each of said tokens profile data relating to said respective group 
and of a user of said respective token, wherein a first of said 
groups of Providers can establish a business relationship with a 
second of said groups for the purpose of sharing the whole or 
parts of said profile data relating to said second Group, and ask 
a particular user at one of said user interaction devices of said 
first Group, during a transaction or activity, for permission to use 
said profile data for making an offer relevant to said respective 
user according to business rules encoded in said user 
interaction device, wherein user interaction device is provided 
with a token acceptor device for reading from and writing to said 
tokens and said user of said respective token can indicate 
consent by entering a password or PIN, which is used by said 
user interaction device to access said profile data. 
However Examiner takes Official Notice that it is old and well known in 
the art that Providers of incentive programs which are themselves 
collectors of purchase history and demographic information of customers 
may engage in cross promotional deals with other Providers and/or may 
sell or exchange accumulated customer information to other Providers for 
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marketing purposes. Therefore it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to enable 
customer information accumulated in the cards and on the servers to be 
accessed by Providers because Providers can use that information to 
improve their marketing tactics and will be more likely to participate in an 
incentive offering program if they could obtain data to demonstrate the 
successes and weaknesses of their marketing strategies. 
13. Claims 20 and 30-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Suzuki (U.S. 6,1 29,274) in view of Freeman et al (U.S. 6,450,407). 
Claim 20: 

Suzuki discloses the limitations as shown in the rejections above. Suzuki 
does not disclose the following limitation, however, Freeman, as shown, 
does: 

• said system is configured to associate a respective username 
and password combination with each respective token, so that 
the respective user associated with said respective token can 
access said server reward data pertaining to said token by 
communication with said server and without said respective 
token (see at least column 10, lines 24-32), 
Freeman does not specifically show a username and password, however 
Freeman does disclose accessing the token and making changes using a 
variety of venues such as a personal computer and an ATM. Examiner 



Application/Control Number: 1 0/566,1 74 Page 22 

Art Unit: 3622 

takes Official Notice that it is old and well known in the art to use 
usernames and passwords or PINs when accessing sensitive information 
(i.e. personal financial information) using a personal computer and or an 
ATM. Therefore it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to password protect access to 
the personal information gathered by the card in the Suzuki invention and 
to provide access via alternate means because having alternate access to 
the data on the card prevents data loss if the card is lost or damaged and 
password protecting the information ensures that the user's sensitive 
information will not be easily converted. 
Claim 30: 

Suzuki discloses the limitations as shown in the rejections above. Suzuki 
does not disclose the following limitation, however, Freeman, as shown, 
does: 

• said system is operable to allow a first of said users to leave a 
standing instruction recorded in said server to transfer 
entitlements from said server reward data to credit a specified 
account (see at least column 10, lines 24-32, the rebate can be 
transferred by various methods), 
It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to combine the loyalty system of Suzuki with 
the rebate system of Freeman because many Providers prefer to provide 
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cash incentives rather than coupons and the Suzuki invention would 
appeal to a wider audience of Providers and consumers if it was adapted 
to handle cash incentives. 
Claim 31: 

The combination Suzuki/Freeman discloses the limitations as shown in the 
rejections above. Freeman further discloses the following limitation: 

• said specified account is adapted to receive said transferred 
entitlements as payments of insurance premiums, for telecom 
bills, utility bills, outstanding loans or for other goods or 
services, the reward data of another set of entitlements of the 
same user or the reward data of another set of entitlements of 
another user, and said transfer can be effected on a regular 
basis or when a set of specified conditions are met (see at least 
column 10, lines 24-32), 
It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to combine the transferability of Freeman 
with the Suzuki invention because this extends the utility of the Suzuki 
invention to Providers that may not have POS services or CID/TAD 
machines. 
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Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection above. 

Conclusion 

14. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

15. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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16. Any inquiry of a general nature or relating to the status of this application or 
concerning this communication or earlier communications from the Examiner 
should be directed to Nathan C Uber whose telephone number is 571.270.3923. 
The Examiner can normally be reached on Monday-Friday, 9:30am-5:00pm. If 
attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Eric Stamber can be reached at 571.272.6724. 

17. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see 
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http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov>. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866.217.9197 (toll-free). 

18. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

P.O. Box 1450, Alexandria, VA 22313-1450 
or faxed to 571-273-8300. 

19. Hand delivered responses should be brought to the United States Patent and 
Trademark Office Customer Service Window: 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314. 

/Nathan C Uber/ Examiner, Art Unit 3622 
8 December 2008 

/Arthur Duran/ 

Primary Examiner, Art Unit 3622 



